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APPELLEES' PETITION FOR A REHEARING.

To the Honorable Curtis D. Wilbur, Presiding Judge,

and to the Associate Judges of the United States

Circuit Court of Appeals for the Ninth Circuit:

Appellees respectfully request a rehearing by this

Honorable Court of the decision in the above en-

titled matter, rendered April 22, 1940, relating to the



finding of invalidity of the claims in suit of the Lind-

staedt and Tumbow patents. Your Honors in re-

versing the lower Court have decided an important

question of patent law in a manner which appellees

respectfully believe to be in conflict with the ap-

plicable decisions, not only of this Court but also of

the Supreme Court and of the various other Circuit

Courts of Appeal.

As the basis for said petition, appellees particu-

larly urge reconsideration by the Court of the fol-

lowing :

(1) The Court has ruled that claims relating to

chemical inventions can not generically encompass a

class. Such a rule is exactly contrary to the estab-

lished law as laid down by the Supreme Court of the

United States and as applied without exception and

for substantially a hundred years by the various

Circuit Courts, including this Honorable Court, and

the inferior Courts of the United States.

(2) This Court has unduly restricted the scope of

the invention of Lindstaedt by holding the Lindstaedt

invention to be no more than the determination of the

amount* of a given colloidal substance which will

render non-lethal a normally lethal quantity of a

given alkaloid. Such a restricted conclusion is con-

trary to fact, as appears, for example, from the analy-

sis of the art by the Court, for it presupposes that

someone prior to Lindstaedt conceived that colloidal

substances would render non-lethal a normally lethal

quantity of an alkaloid. Even as construed by the

^Emphasis ours unless otherwise noted.



Coui't, the art contains no such disclosure. This teach-

ing appears for the first time in the Lindstaedt speci-

fication, and is the foundation for all of the claims

of Lindstaedt herein found to be invalid.

(3) This Court, contrary to law, has amplified the

state of the art by adding thereto after-acquired

knowledge taken from the disclosures of Lindstaedt

and Tumbow {Toplif v. Topliff, 145 U. S. 156).

(4) This Court, despite the form and limitations of

the claimsi in suit, has made no distinction between

claims generically directed to ''substances of colloidal

nature" and claims directed specifically to "organic

colloids" (e. g., claim 8), or specifically "casein"

(e. g., claim 11) ; all claims in suit having been ruled

void in gross.

It may appear by ordinary measurement that this

petition is extended beyond minimum length, and that

to some extent it will contain matter which might be

considered to be of the nature of a brief. Since the

principles laid down in the decision of this Court arc

so vital, not only to appellees in that the decision

effectively terminates a going business, but also to

others operating under patents, in that the breadth of

the opinion of the Court is such that substantially all

chemical patents are affected thereby, it is deemed

more helpful to the Court to make a full and complete

statement of the issues and the arguments in support

thereof herein, rather than to chance a misunderstand-

ing from a lack of full exposition.



FINDING THAT CLAIMS CAN NOT BE DIRECTED TO CLASS IS

CONTRARY TO ESTABLISHED LAW.

This Court ruled that simply because there were

many members in the classes of alkaloidal substances

and colloidal substances, Lindstaedt and Tumbow
could not '^ obtain a monopoly of a countless number

of compounds which could be made from these im-

mense classes of substances",—in other words, could

not claim a class, the Court saying specifically:

''There are a great many alkaloidal substances,

and Lindstaedt and Turnbow, could not, by the

simple expedient of claiming a compound of alka-

loidal substances and colloidal substances, obtain

a monopoly of a countless number of compounds,

which could be made from these immense classes

of substances." (Decision, p. 8.)

If the foregoing statement is to be interpreted to

mean, as seems apparent on its face, that claims

drawn generically to classes of ingredients rather

than to specific ingredients are invalid, it is re-

spectfully contended that such a holding is diametric-

ally opposed to the established law of this and the

various other Circuit Courts of the United States,

as well as to the practice obtaining for more than a

hundred years of the patent system and the rules in-

voked by the United States Patent Office, and, more

significantly, is flatly contrary to the established law

as laid down by the Supreme Court of the United

States in numerous cases beginning in early times and

continuing to date.

In this same connection, and no doubt by way of re-

emphasis of its last quoted hypothesis, this Court fur-

ther ruled (p. 9)

:



^'An entire class of ingredients is specified not

specific 'ingredients'. The quantity or proportion

of the class is not specified except 'in conveniently

functional language'.

'

' The instant case is one illustrative of the prac-

tice followed in many patents. The inventors

experimented with and compounded particular

alkaloidal substances with particular colloidal sub-

stances. Instead of confining their claims to that

which they actually discovered, they attempted

to monopolize all parasiticides which could be

made from the entire class of alkaloidal sub-

stances with the entire class of colloidal sub-

stances. We think the patent law is not so benevo-

lent, * * *."

In the relatively early days of the application of

the patent statutes, the Supreme Court in the In-

candescent Lamp Patent Case (Consolidated Electric

Light Co. v. McKeesport Light Co.), 159 U. S. 465,

propounded the rule which has been applied consist-

ently ever since as a test of the propriety of claims

drawn to a chemical class. In that case the patentee

discovered a method of producing an incandescent

lamp filament by means of carbonizing paper. The

specification of the patent disclosed only a method

of carbonizing paper and the single product, carbon-

ized paper. The Supreme Court jjointed out the lim-

itations of the disclosure of the specification, saying,

quoting the specification:

"In the practice of our invention we have made
use of carbonized paper, and also wood carbon."

(p. 467.)



Despite the fact that the patentees had disclosed

only a single member of the class of fibrous or textile

materials, three claims were obtained, two of which

were broadly directed to and claimed the classes of

*' fibrous or textile materials" for the purpose of pro-

ducing the incandescent conductor or filament. Sub-

sequently the defendant, operating under a disclosure

of Thomas Edison, was charged with infringement,

and at the trial it was shown that Edison had experi-

mented with more than 6000 members of the class of

"fibrous or textile materials" and foimd all of the

members of the class to be inoperative except paper,

as disclosed by the plaintiff's patentee, bamboo, and

one other substance. The Supreme Court thereupon

ruled that in order to claim a class generally, more

than one member of the class must be disclosed in the

specification as operative for the purpose, and no

member of the class should be shown to be inopera-

tive.

Applying the rule, and in the light of the fact

that the specification showed but a single member of

the class (paper), and that more than 6000 members

of the class were inoperative upon direct test, the

Court said (pp. 475-6) :

''Applying this principle to the patent under

consideration, how would it be possible for a

person to know what fibrous or textile material

was adapted to the purpose of an incandescent

conductor, except by the more careful and pains-

taking experimentation? If, as before observed,

there were some general quality, running through

the whole fibrous and textile kingdom, which dis-



tinguished it from every other, and gave it a

peculiar fitness for the particular purpose, the

man who discovered such quality might justly

be entitled to a i^atent; but that is not the case

here. An examination of materials of this class

carried on for months revealed nothing that

seemed to be adapted to the pui'pose; and even

the carbonized paper and wood carbons specified

in the patent, experiments with which first sug-

gested their incorporation therein, were found to

be so inferior to the bamboo, afterwards dis-

covered by Edison, that the complainant was

forced to abandon its patent in that particular,

and take up with the material discovered by its

rival. Under these circumstances, to hold that

one, who had discovered that a certain fibrous or

textile material answered the required purpose,

should obtain the right to exclude everybody from

the whole domain of fibrous and textile materials,

and thereby shut out any further efforts to dis-

cover a better specimen of that class than the

patentee had employed, would be an unwarranted

extension of his monopoly, and operate rather

to discourage than to promote invention."

Before proceeding further, we desire to call the

attention of this Court to the fact that there is no

showing whatever in the instant case that any mem-
ber of the classes of alkaloids, on the one hand, or

substances of colloidal nature, on the other, is inopera-

tive to carry out the teachings of Lindstaedt.

Meeting the second requirement of the Supreme

Court, examination of the specification shows that

numerous alkaloids and alkaloidal salts (namelv the
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alkaloids nicotine and coniine /and the sulphate and

nitrate salts of each) are specifically named in the

specification as typical of the class of toxic substances

which will act as suitable parasiticides (Lindstaedt

p. 1, col. 2, lines 3-5). With reference to substances of

colloidal nature, the specification, as noted in this

Court's opinion, at page 5, named a large number of

the members of the class of substances of colloidal

nature all of which are typical of the protective agents

suggested to be employed by the patentee. On the face

of the Lindstaedt patent some twenty or twenty-five

members of the class comprising substances of colloidal

nature are expressly named.

A later application of the same negative rule laid

down in the Incandescent Lamp case, supra, is found

in Corona v. Dovan, 276 U. S. 358, from which we

quote (p. 385) :

**Moreover, the experts show that there are be-

tween fifty and one hundred substances which

answer this description, of which there is quite a

number that are not accelerators at all. Weiss
could certainly not claim the entire group of such

compounds. He makes no showing that there is

any general quality common to disubstituted

guanidines which makes them all effective as

accelerators. Claims for their exclusive use can-

not therefore be sustained. This is shown by the

decision of this Court in the Incandescent Lamp
Patent, 159 U. S. 465, where the court said, at

page 475:

*' *If, as before observed, there were some gen-

eral quality, running through the whole fibrous

and textile kingdom, which distinguished it from
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every other, and gave it a peculiar fitness for the

particular purpose, the man who discovered such

quality might justly be entitled to a patent; but

that is not the case here. '

'

'

Your honors in the recent decision of Research

Products Co., Ltd., et al. v. Tretolite Co. et al., 106 F.

(2d) 530, considered at length the question of indefi-

niteness of claims of a chemical patent and correctly

applied the rule of the Incmidescent Lamp case, supra,

and Corona v. Dovan, supra, and with reference to

claims of even greater breadth, and inferential!y of

greater indefiniteness, than those of the patent hei'e in

suit, ruled the claims to be valid. Thus, at page 532

:

'^The claims herein involved describe the chemi-

cal agent of the patent as follows: In claims 1, 2,

4, 7, 8 'modified fatty acid as herein defined'; in

claims 9 and 10, 'a sulfo-fatty acid'.

''The question is as to whether or not these

descriptions of the chemical agent to be used in

the process are sufficiently clear and definite to be

understood and applied by those engaged in the

art of organic chemistry as applied to petroleum

recovery. Bickell v. Smith-Hamburg-Scott Weld-
ing Co., 2 Cir., 53 F. (2d) 356; Helfrich v. Solo,

7 Cir., 59 E. (2d) 525; United States Industrial

Chemical Co. v. Theroz Co., 4 Cir., 25 F. (2d)

387; Minerals Separation Ltd. v. Hyde, 242 U. S.

261, 37 S. Ct. 82, 61 L. Ed. 286; Schumacher v.

Buttonlath Mfg. Co., 9 Cir., 292 F. 522. This

question is one of fact to be ascertained by the

evidence of experts, Toledo Rex Spray Co. v.

California Spray Co., 6 Cir., 268 F. 201, 204, and
a finding of fact on the matter by the special
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master, concurred in by the trial judge on excep-

tions thereto, is entitled to great weight and is

only to be disturbed if clearly wrong. Waxham
V. Smith, 9 Cir., 70 F. 2cl 457, Anraku v. General

Electric Co., 9 Cir., 80 F. 2d 958, Stoody Co. v.

Mills Alloys, 9 Cir., 67 F. 2d 807, Antonsen v.

Hedrick, 9 Cir., 89 F. 2d 149. Both the special

master and the trial judge held that the claims of

the patent clearly covered sulfo-fatty acids; that

such acids were well known in the art, and usually

known commercially as Turkey red oil; that the

patent was clearly valid as to such acids and that

some of the appellants were using such Turkey

red oil in the patented process and others were

selling the product for that purpose. This finding

is sustained by the evidence. The appellees' ex-

perts testified that the patent description covers

Turkey red oil and that this oil contains a sulfo-

fatty acid."

Continuing with comment of the TretoUte case,

supra, your Honors even went further in assisting the

patentee in the maintenance of validity of broad

claims, by pointing out that under the circumstances

of that case such vagueness as might be said to exist in

the claims was at points on the borderline of the in-

vention, and beyond the infringement involved. We
submit that if your Honors apply the same rule

here, where infringement is scarcely so much as a con-

tested point, the instant claims on that ground alone

can be found valid, and even if modified by interpreta-

tion still will encompass ''the area of description in-

volved in this action", namely the infringement. We
quote this Court in the TretoUte case, supra, page 534

:
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**We conclude that the finding of the court and
special master as to the meaning of the patent is

sustained by the testimony of credible experts

appearing before the special master and that the

finding should not be disturbed in so far as it is

drawn in question here. If it is indefinite in some
respects due to the comprehensive character of

the invention and of the claims therefor, it is not

uncertain in the area of description involved in

this action. Any vagueness in these outlying

boundaries of the description does not invalidate

the patent as to that which is clearly defined.

Carnegie Steel Co. v. Cambria Iron Co., 185 U. S.

403, 22 S. Ct. 698, 46 L. Ed. 968; Faultless Rubber
Co. V. Star Rubber Co., 6 Cir., 202 F. 927."

Showing the liberality of the application of the rule

of the Incandescent Lamp case or, putting it another

way, showing the burden that your Honors impose

upon a defendant to overcome the claims of a patent

where invention is disclosed in the specification, your

Honors continued (p. 534) :

^^The appellants attempted to prove that some
twenty-three chemicals produced in evidence com-

ing within the description of the patent would not

operate to break a petroleum emulsion. The test

was made on only one emulsion from the Cali-

fornia Production Company's Davis No. 2 well.

This evidence was inconclusive. Furthermore, the

trial court found that ten of the twenty-three

alleged modified fatty acid products were of un-

known composition, and that the other thirteen

were outside the scope of the patent."

Illustrative of the type of claims which have been

held valid consistently by the various Circuit Courts,
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thus representing the established law of this and other

circuits, the attention of the Court is directed to

Polygon Products Corp. v. Kant-Bust Products Corp.,

292 Fed. 569 (3 G.C.A.). One of the claims held valid

and infringed, as shown by the lower Court's opinion

(291 F. at 703), was:

''5. A penetrating adhesion freeing compound

for releasing rust films between adherent surfaces,

comprising a volatile, penetrating, colloidal

solvent having a volatilization retarding colloid

in colloidal solution within it, said colloid having

a lubricative character while in colloidal solution

in the penetrating solvent, said colloid having

also the propertj^ of retarding volatilization of

the solvent while in solution therewith."

This Court will note that this ^'colloid" claim was in

broad language, with definitely specified "characteris-

tics" (i.e., functions), yet was held good on the very

grounds that this Court now says are not sound.

In upholding the claim the Appellate Court said

(pp. 569-570) :

"Of course, the self-penetrating power of oils

was always recognized as an aid in unscrewing

rusted bolts and nuts, but the fact remained that

the physical force of the wrench, tongs, chisel,

and hammer was the used method. Into this field

of the metal art, as we view it, Abbott, an ex-

perienced chemist, in making his invention,

brought into practical, commercial, and novel use

the science of colloidal chemistry, which, though

theoretically known for some years, has only of

late ones been practically applied to the metal

and clay arts."
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And at page 572:

''Our conclusion in that regard is that its com-

pound and process comprise three elements:

First, a penetrant, which, in this case is coal tar

oil; second, a colloid, which is graphite; and,

third, a lubricating oil. These elements,

penetrant, colloid, and lubricant, each embody the

character of the penetrants, colloids, and lubri-

cants specified in the claim quoted, and answer

to the several descriptions thereof previously

quoted herein from the specification, and they all

act in and upon and with each other to plasticize

and break down the rust binder in joints, nuts,

and the like. The objection that some of these

elements are not mentioned in the specification

carries no weight." (Emphasis ours.)

Continuing, they said:

''Abbott was not bound to foresee and state every

substance that could be used. To require that

would be to require prophecy as to the price of

patenting. He disclosed his principles; he stated

the characteristics of a penetrant, a colloid, and

a lubricant adapted to use in his process; he car-

ried those characteristics into his claims, and
when the defendant has chosen materials un-

named in the specification, but possessing the

characteristics pointed out as incident to the suc-

cessful working of Abbott's process, it is clear

that these elements, while absent in the body of

the specification, are present in its spirit."

See also General Electric Co. v. Nitro Tungsten

Lamp Co., 266 Fed. 994, where, in this case based on

the famous tungsten lamp patent, a typical claim (No.

12) of which read as follows (p. 995) :
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"In an incandescent lamp, the combination of

the lamp bulb, a tungsten filament therein, and a

gaseous filling, the effective diameter of the fila-

ment being sufficiently large and the heat con-

ductivity of the filling being sufficiently poor to

permit the lamp to be operated with a filament

temperature in excess of that of a vacuum
tungsten lamp operating at an efficiency of one

watt per candle and with a length of life not less

than that of such a lamp.

"

In upholding this and other similar claims, the Court

said (p. 996) :

**The early history of incandescent electric light-

ing as revealed by evidence has been written by
Wallace and Lacombe, JJ., in the Edison Lamp
Case, 52 Fed. 300, 3 CCA."

and at page 998 they referred to the prior art in terms

prophetic of your Honors ' statement concerning Lloyd

and Freeborn:

"Every design or machine is in a sense a com-

promise, and it is unquestionably true that during

the whole history of electric incandescent lighting

there had been suggestions that it would be possible

to utilize a gaseous filling (usually nitrogen) in

the bulb that the life of the filament might be

extended. Thus Prof. Anthony said before the

American Institute of Electrical Engineers in

1894:
" *With such a gas (bromine) in the lamp and a

properly proportioned filament, the initial effi-

ciency may be carried as high as in the vacuum
lamp, and the efficiency and illuminating power

will be well preserved to the end.

'
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**This history of hopeful suggestion is sufficiently

elaborted in the opinion of the District Court in

this case. (261 Fed. 606.)"

In overruling the defense of indefiniteness the Court

said (p. 1000)

:

''Nor is it perceived that any claim before us

is open to the charge of indefiniteness. On the con-

trary, if such a claim as that originally suggested

and above quoted had been allowed, it would
surely have been accused of attempting 'to corral

the art by the use of comprehensive indefinite

terms', and to 'foreclose broadly against the

future'. Kintner v. Atlantic, etc., Co. (D.C.) 249

Fed. at page 77. We reassert the statement of

Eibel, etc. Co. v. Remington, etc., Co., 234 Fed.

at page 632, 148 CCA. 390, that it is well not to

attempt definition, but to consider the alleged

indefiniteness of a claim in the light of the facts

of each particular case. On the present facts, it

is clear that it was (1) impossible to define the

parts of Langmuir's lamp in millimeters or other

dimensional units; and (2) no such effort was

necessary to instruct the skilled man how to make
the lamp of the patent.

"It was impossible to give exact measurements,

because the economic object of the lamp was to

diminish the wattage per candle, and dimensions

must be proportioned to the designed w^attage;

i. e., substantially to the size of the lamp

—

something to be worked out according to rules

presumably long familiar to a competent electrical

engineer. It was unnecessary to do more than

state the limits of invention in terms of result,

because the results desired are not functional,

and do indicate limits in terms of lamp life and
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candle power which are likewise presumably

quite familiar to any competent electrician. When
a claim defines achievement in words no broader

than the disclosure, and in phrases which, as

interpreted by competent workers in the art,

tell one how to do what the patentee did, it can

rarely be called indefinite."

'*It was unnecessary to do more than state

the limits of invention in terms of result, because

the results desired are not functional, and do

indicate limits in terms of lamp life and candle

power which are likewise presumably familiar

to any competent electrician." {General Electric

Co. V. Nitro Tungsten Lamp, supra.)

See also

Edison Electric Light Co. v. U. S. Electric

Lighting Co., 52 F. 300 (2 C.C.A.).

Illustrative of the manner in which the established

law has long been applied by the United States Patent

Office in the granting of patents, attention is directed

to the following authorities:

^'If applicant pursues his investigations far

enough to be able to say that he has tested a rea-

sonable number of the members of a chemical

class or group and finds that they act in the same

way he may be entitled to a claim of such scope

as to cover that class." (Weber, 2 USPQ 188,

from Thomas, "The Law of Chemical Patents",

p. 343.)

"Prom the specification as filed, however, it

appears that many of the members of the class

which are specifically referred to are given by
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way of example only and that numerous
equivalents would readily suggest themselves to

one skilled in the art. Under the present circum-

stances, it seems to us that appellants are entitled

to generic protection and we know of no better

way of claiming their discovery than that actually

adopted." (Ex parte Block mid Metziger, 39

USPQ 198, 199.)

<(* * * gy ^^y ^£ example, certain bark extracts

which occur in commerce under the name of

saponins are mentioned. The dispersing agent

was claimed broadly in the original claims. It

therefore appears that applicant regarded his in-

vention to be of a generic character as evidenced

by the original application at the time the ap-

plication was filed. Careful consideration of the

application has satisfied the examiner that the

invention as set forth in the appealed claims is

not taught by the prior art. Under these cir-

cumstances, we feel sufficient examples have been

given to justify allowance of the claims. In this

connection attention is directed to the decisions of

this Board in the cases of Ex parte Grieder, 17

U.S.P.Q. 73 and Ex parte Muller et al., 25 U.S.

P.Q. 441." {Ex parte Tucker, 40 USPQ 132, 133.)

Again, to quote from Thomas, "The Law of Chemi-

cal Patents", page 357

:

"A new and useful composition of matter, such

as mixture claims 9, 11, 12 is patentable. The
complaint that the mixture claims give no in-

formation by which the mixture could be identi-

fied, does not invalidate them. None was necessary

because both the ingredients of the mixture were
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known and the means of identifying them were
known. This was sufficient identification * * *"

(Americcm Purifyne Co., Inc. v. Novadel Process

Corp., 3 U.S.P.Q. 185, 186.)

On page 361 of this same book, ''The Law of Chemi-

cal Patents", Thomas says:

''Appellant has specified a large number of sub-

stances containing the common quality which fits

them for use * * * no other phraseology can be

employed to accord to appellant the protection to

which he is entitled * * * there is a fair pre-

sumption that the substances embraced in the class

claimed are generally capable of accomplishing the

purposes of the invention * * * the (broad)

claims * * * should be allowed." (In re FAlis,

167 O.G. 981, distinguishing Incandescent Lamp
Patent, 159 U.S. 465.)

Further indicative of the impossible position in

which the appellees here have been placed in trying to

reconcile the rule laid down by Your Honors with

what has always been felt to be the law of the land,

we quote from "Patent Law for Chemical and Metal-

lurgical Industries" by Deller (author of Walker on

Patents) wherein, in this standard text, and after an

analysis of the law on the subject, the writer con-

cludes :

"With respect to the question of equivalents

and broad claims in chemical and metallurgical

patents, the following rules may be used as a

general guide

:

1. It is unnecessary to investigate experi-

mentally all members of a class, group or
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family, but only necessary to enumerate a fairly

representative number to make it appear that

the whole class, group or family is operative.

2. There must be a claim in the case suffi-

ciently broad to cover the whole class and such

claim must define the essential quality of the

class which renders it operative for the purpose

described.
'

'

We submit, Lindstaedt followed the foregoing prin-

ciples faithfully in the claims of the patent in suit, as

did Turnbow, and should not be deprived of his inven-

tion when such is the case.

DECISION FAILS TO ACCORD TO LINDSTAEDT THE FULL
BREADTH OF HIS INVENTION.

It is respectfully contended that the fundamental

error of this Honorable Court occurred when the

Court, after a complete analysis and summarization

of the state of the art prior to Lindstaedt, declared

that the invention of Lindstaedt resided in nothing

more than the precise quantitative determination of

the amount of colloidal material required to preclude

lethal effect of a normally lethal dose of an alkaloid.

The Court plainly so limits its interpretation of the

work of Lindstaedt when it says:
'

' It can be seen that the only discovery or novelty

was the discovery of the amount of the colloidal

material which it was necessary to use to prevent
death of the subject to which it was adminis-
tered." (Decision, p. 8.)
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And again:

"It is clear, therefore, that what, if anything,

was novel, was the discovery of how much col-

loidal material was necessary to carry out the

function of preventing the alkaloidal substance

from having a lethal effect on the subject to

which the product was administered."

And once again:

"It being apparent, therefore, that the novelty,

if any, here, resides in the amount of the colloidal

substance used, let us examine the claims."

Assuming for the moment that the Court was cor-

rect in the foregoing holding, upon which the opinion

of the Court must necessarily be deemed to rest for

all purposes, the conclusion of the Court that the

invention was solely the "determination of the

amount" of protective agent used, necessarily pre-

supposes that someone prior to Lindstaedt made the

generic discovery that colloidal substances would

render non-lethal normally lethal quantities of

alkaloids.

Nowhere in its opinion does the Court so much as

hint that the art included such a disclosure, although

it is plain that the Lindstaedt patent is primarily

founded upon this new and useful discovery.

a* * * ^j^^ jj^ terms of broad inclusion, it com-

prises a toxic substance such as an alkaloidal sub-

stance, in quantity sufficient to destroy internal

parasites, and a substance which protects against

the effect of a normally lethal dose of the toxic

substance." (Lindstaedt, p. 1, col. 1, lines 35-40.)
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Since Lindstaedt was the first to disclose to the

world that substances of colloidal nature could be em-

ployed to render toxic substances non-lethal, obviously

Lindstaedt is entitled to claim such discovery as his

invention, under the patent statutes. He should not be

limited to claiming as his invention the secondaiy

step of making laboratory calculations of various

minimum amounts of substances of colloidal nature

which would be necessary to exercise and illustrate the

fundamental disclosure.

Recognizing then, as we sincerely urge that this

Court must, that the Lindstaedt invention was

infinitely broader than the limited scope assigned to

it by this Court, it becomes the duty of the Court

to protect the inventor against invasion of the rights

of the patentee during the entire term of the patent

grant, and so to construe and interpret his claims that,

even should they seem subject to technical objections,

a point which we do not concede by any means, they

are nevertheless valid to the full breadth of invention.

Particularly is this true in circumstances such as here,

where the defendant-appellant has been guilty, with-

out contrary finding either by this or the trial Court,

of the grossest type of infringement by exact copying

of the invention of Lindstaedt, and the adoption of the

preferred form of said invention in carrying out the

infringement. The Court below found, among other

things

:

*'37. Said Alexander's 'Kon-Trold Nicotine'

manufactured by Alexander & Son, Van Nuys and

Burbank, California, and used and sold, and

caused to be used and sold, by defendant Farmers'
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Cooperative Exchange, Inc., is qualitatively and
quantitatively substantially identical to the pre-

ferred embodiment of the invention of Lindstaedt

as disclosed and claimed by him in his patent No.

2,036,638." (Tr. I, p. 129.)

The United States Supreme Court stated, in laying

down the mandate for interpretation of claims in a

manner to secure the invention

:

^'In administering the patent law, the couii: first

looks into the art to find what the real merit of

the alleged discovery or invention is, and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construc-

tion of the patent, to secure to the inventor the

reward he deserves." (Eihel Process Co. v. Minne-

sota d Ontario Paper Co., 261 U. S. 45, 63.)

Applying this rule, see General Bakelite Co. v. General

Insulate Co., 276 F. 166, another famous case on inter-

pretation of claims of chemical patents, where the

Court said (p. 170) :

''The claims of a patent may be limited by the

disclosure of the specifications and by the condi-

tion of the prior art, even though the language of

the claims be so broad as to cover other matters

and hence to be invalid if not plainly directed at

a valid concept.
'

'

In an application of this general principle, it is not

necessary to look further than the very recent decision

of this Honorable Court in Research Products Co. v.

Tretolite Co., 106 F. (2d) 530, where, at page 534, your

Honors stated:



23

^*We conclude that the finding of the court and

special master as to the meaning of the patent is

sustained by the testimony of credible experts

appearing before the special master and that the

finding should not be disturbed in so far as it

is drawn in question here. If it is indefinite in

some respects due to the comprehensive char-

acter of the invention and of the claims herefor,

it is not uncertain in the area of description in-

volved in this action. Any vagueness in these

outlying boundaries of the description does not

invalidate the patent as to that which is clearly

defined. Carnegie Steel Co. v. Cambria Iron Co.,

185 U. S. 403, 22 S. Ct. 698, 46 L. Ed. 968; Fault-

less Rubber Co. v. Star Rubber Co., 6 Cir., 202

F. 927."

As a matter of fact it is really not necessary to look

further than the opinion of this Court herein to deter-

mine that the art fell short of disclosing anything

equalling or even approaching the contributions of

Lindstaedt. The Court said (p. 4) :

"The contents of the University Capsule when
administered without the gelatine capsule, was
lethal to chickens. That fact is probably accounted

for by the reasoning that not enough colloidal

material was used, in proportion to the quantity

of nicotine used.
'

'

The necessary inference of this statement is that the

makers of the University Capsule, themselves perhaps

the most skilled men in the art as of the date of their

work (1923-1927), were totally ignorant of the fact,

subsequently discovered by Lindstaedt, that substances

of colloidal nature would of themselves, by the applica-



24

tion of the principles of absorption and adsorption,

produce the desired non-lethal effect of otherwise lethal

quantities of alkaloids.

The statement above quoted from the decision of

the Court is plainly an attempt to amplify and thereby

modify the prior art to the extent that the Court has

added to the prior art the discovery of Lindstaedt that

colloidal substances can be employed to render non-

lethal otherwise lethal quantities of toxic substances.

Such a conclusion involves the addition of the dis-

covery of Lindstaedt to the prior art, whereupon the

Court then rules Lindstaedt to be anticipated by such a

combination of disclosures.* The plain error of such a

conclusion by the Court, and the fact that the prior art

may not be modified by subsequent knowledge, has

long been the rule, as is well stated in Bankers' Utili-

ties Co. V. Pacific National Bank et al. (CCA. 9), 18

F. (2d) 16,18:

''Anticipation is not made out 'by the fact that a

prior existing device, shown in a prior patent, may
be easily changed so as to produce the same result

as that of the device of the patent in suit where

the prior device was in common use, without it

occurring to any one to adopt the change suggested

by the patent in the suit.' Blake Automotive

Equipment Co. v. Cross Mfg. Co. (CCA.), 13 F.

(2d) 32. '^

Likewise in this connection, attention is directed to

the doctrine defined in Diamond Rubber Co. v. Cmi-

solidated Rubber Tire Co., 220 U. S. 435, wherein the

*This discussion constitutes discussion of the third of the points upon

which this Petition is based.
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Supreme Court pointed out that in testing validity of

patents the Courts must beware of the ever-present

temptation to modify or alter the state of the art by

knowledge subsequently gained and existing, as in the

case here, many years after the date as of which the

art is being summarized—in this case, 1923 to 1927.

The Supreme Court said:

^'Ejiowledge after the event is always easy, and
problems once solved present no difficulties, in-

deed, may be represented as never having had any,

and expert witnesses may be brought forward to

show that the new thing which seemed to have

eluded the search of the world was always ready

at hand and easy to be seen by a merely skillful

attention. But the law has other tests of the in-

vention than subtle conjectures of what might

have been seen and yet was not." (p. 435.)

As to the same point, see J. A. Mohr d Smi v. Alliance

Securities Co., 14 F. (2d) 799, 800 (9 CCA.) :

'^It is to be borne in mind that the prior art

here relied upon consists entirely of patents, and
that when it is sought by means of prior patents

to ascertain the state of the art, 'nothing can be

used except what is disclosed on the face of those

patents. They cannot be reconstructed in the

light of the invention in suit, and then used as a

part of the prior art'."

And see

:

''To change this record, by making theoretical

modifications of these earlier patents, would be

the same in principle, as to change by interpola-

tion or modification, any other evidence between
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the parties." (Walker on Patents, 6tli Ed., Sec.

82, p. 108.)

**Aii expert, however, cannot take a process patent,

which has never been applied industrially, and
work the process in his laboratory, and discover

therefrom something which is not disclosed on the

face of the patent, and then transfer that experi-

ence back to the time of the patent, and make it a

part of the prior art for the purpose of defeating

a meritorious invention. That would be ex post

facto law of the most pernicious character."

(Naylor v. Alsop Process Co., 168 Fed. 911, 920,

8 CCA.)

*'A patent relied upon as an anticipation must
itself speak. Its specification must give in sub-

stance the same knowledge and the same directions

as to specification of the patent in suit. Otto v.

Linford, 46 L. T. (N. S.) 35, 44. It is not enough

to prove that a method or apparatus described in

an earlier specification can be made to produce this

or that result. Flour Oxidizing Co. v. Carr & Co.,

35 R. P. C 457." (Skelly Oil Co. v. Universal Oil

Products Co., 31 Fed. (2d) 427, 431, 3 CCA.)

'*It may not be difficult, in the present state of

the art, to read the Schmertz invention into the

Hyatt disclosure; but could it have been done in

1874 ^ No one ever succeeded in doing it, and this

is some evidence, at least, that the description was

defective. Was the original conception that of

Hyatt or of Schmertz? By using twentieth cen-

tury magnifying glasses, a nineteenth century

method has been found efficient, which never was

so before, and the immensely important point of

view of an advanced art is thus unfairly used to
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discover an original conception never acted on or

made anything of, and which never had any prac-

tical or beneficial existence." (Schmertz Wire
Glass Co. V. Western Glass Co., 178 Fed. 977, 988;

affirmed 185 Fed. 788, 7 CCA.)

This Honorable Court has said in Los Alamitos

Sugar Co. v. Carroll, 173 Fed. 280:

*^It is not sufficient to constitute anticipation

that the devices relied upon might, by a process

of modification, reorganization, or combination

with each other, be made to accomplish the func-

tion performed by the device of the patent sued

on.''

In another case (Wire Wheel Corporation v. Madi-

son Motor Car Co., 267 Fed. 220), at page 222, it was

ruled

:

''It is not difficult, after a problem has been

solved, to take patent after patent, pick one

feature from one patent, and another from the

next, and then sa}^ the completed product is so

near the patented product that the final step

constituted but the work of a mechanic. But in-

vention cannot be so determined. Rather must
the mark of distinction fall on him who, appre-

ciating both the means and the desired end, con-

ceives of a relation of elements, old or new, in

whole or in part, that will produce the desired

results. It is quite immaterial if, after the con-

ception is announced, the skilled mechanic readily

understands it, or with slight or no difficulty

builds the new device by practices or means well

known to his trade."
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PRIOR ART AS ANALYZED BY THIS COURT DOES NOT
INCLUDE BASIC CONTRIBUTION OF LINDSTAEDT.

In its analysis of the state of the art the Court

develops the fact that the following conditions ob-

tained at the time Liadstaedt came into the field in

1927:

(1) In 1910 it was discovered that nicotine would

destroy parasites.

(2) Shortly thereafter, it was discovered that nico-

tine in parasiticidal quantities would destroy the sub-

ject to which it was administered.

(3) Dieterich, independently of the parasiticide

art, and in dealing in a product not in the class of

toxic substances or alkaloids, let alone nicotine, with

which we are primarily concerned in the patents in

suit and in all of the claims thereof, announced that

cascara could be rendered relatively tasteless when

a&sorbed by agar-agar, and that when so absorbed

the product would remain associated during its pas-

sage through the alimentary canal to a point where the

mixture reached the large intestine, at which point

the cascara would part from the agar-agar. This

teaching, of course, is useless to the parasiticide art,

here involved, where we are dealing with deadly poi-

sons and not with laxatives or medicines which are

inherently non-toxic and non-lethal and presents no

problem of the character here so vital.

(4) As early as 1910-1912 Lloyd discussed the fact

that an inorganic colloid, fuller's earth, would adsorb

certain alkaloids, and that the bond of adsorption
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would be undisturbed in an acid medium but would

be broken in the presence of a suitable alkali. Lloyd

was not dealing in the parasiticide art at all, nor was

he dealing with lethal quantities of the alkaloids. The

point not to be overlooked with reference to Lloyd is

that he was concerned strictly with an inorganic sub-

stance, fuller's earth; thus he could not be said to be

approaching the invention of Lindstaedt, as set forth

in claims 6, 8, 11 and 12 of the Lindstaedt patent,

which are directed exclusively to
** organic colloids".

(5) Ultimately, Lloyd carried his thinking one

step further, to state in effect, in his patent No.

1,250,331, filed July 6, 1915, that alkaloids such as

nicotine, when adsorbed by hydrous magnesium

silicate, not to be confused with aluminum silicate

(fuUer's earth), and nowhere in this record shown to

be a colloid, will remain adsorbed in acid media such

as found in the stomach, but will be dissociated in the

alkaline portion of the intestinal tract. Lloyd of

course was not dealing with lethal quantities of

nicotine, and gives no indication that he had even the

remotest idea that magnesium silicate could be em-

ployed to overcome the lethal effect of lethal quan-

tities of any of the alkaloids named by him. Li-

cidentally, there is no showing in the record here that

magnesium silicate has colloidal properties, and no

indication that it can be employed as an agent to

carry out the teachings of Lindstaedt.

In fact, Lloyd indicates plainly enough that if lethal

quantities of nicotine are used, such quantities will
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remain lethal even with magnesium silicate present.

As he says (Patent 1,250,331, col. 2, lines 57-58) :

^^The presence of the clay does not change the

pharmaceutical effect of the drug, * * *''

Quoting the testimony of Dr. Chauncey D. Leake,

Professor of Pharmacology at the University of Cali-

fornia Medical School (3R 1050-51) :

*

' Q. Do you find any teaching in Lloyd in any
one of the three Lloyd patents, or the publication,

of a parasiticide for internal use ?

A. No, I do not. The only place where internal

use is mentioned is in the second patent, where the

purpose is to hold the alkaloidal material on the

adsorbing agent in order to prevent the usual

bitter taste of the alkaloid from being noted in the

mouth.

The Court. Read the language.

A. To quote from line 52, in the second col-

umn:
'When mixed, as described, with quinin, since

the saliva is ordinarily slightly acid, the clay

will prevent the alkaloid from dissolving in the

mouth and hence the characteristic bitter taste

of that drug is obviated. * * * The presence of

the clay does not change the pharmaceutical

effect of the drug, hence my invention is useful

in the administration of quinin.'

That is, it removes the bitter taste and permits

the quinin to be administered without a bitter

taste.

Mr. Hackley. Q. State whether or not Lloyd,

either in the portion of the patent, 1,250,331 just

read by you, or elsewhere in his patent, recognizes
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or indicates that he has discovered that a poison

such as nicotine could be held against poisonous

effect when administered in equal quantities by

the absorption of that portion on a substance of an

alkaloid nature.

A. He does not."

It is significant that while this Court has quoted at

length from Lloyd patent No. 1,250,331, the Court

stopped just short of the first noted quotation, which

in itself, it is respectfully urged, eliminates Lloyd

from any consideration as anticipation or pertinent

limitation of the scope of the Lindstaedt invention. It

is further significant to note that Lloyd was not in any

manner whatsoever dealing in parasiticides or the

equivalent thereof.

(6) Finally, in its analysis of the ai*t this Court

points out that in 1923 the University of California,

through Drs. Beach and Freeborn, after elaborate

study of the problem of roundworm infestation and

the difficulties involved in the production of a non-

lethal parasiticide for internal use in poultry,

utilized aU of the then existing teachings of the art

and for the first time applied, in combination, the

recognized parasiticidal value of nicotine to the

academic considerations of Lloyd, conducted in the

general field of chemistry, and after combining these

disclosures produced a mixture of fuller's earth

(Lloyd's Alkaloidal Reagent) and nicotine sulphate,

and made possible the administration of this lethal

mixture only by enclosing the same in a gelatine

capsule, which acted simply as a mechanical container

and protecting agent.
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Certainly the fact that the contents of the University

Capsule as produced by these scientists was lethal is

the finest testimonial to the fact that at the relative

late date—1923 to 1927—of their work, no concept

existed of the principle ultimately discovered and ex-

clusively disclosed by Lindstaedt, namely that sub-

stances of colloidal nature could be employed to render

non-lethal otherwise lethal quantities of toxic sub-

stances,.

The Court briefly quoted, at page 4 of its decision,

from the article of Freeborn wherein the latter said:

<<* * * rpj^g Lloyd's reagent holds the nicotine

as long as the mixture is in an acid medium, lib-

erating it when it becomes alkaline."

It is to be noted carefully that Freeborn does not

state that the holding of nicotine by Lloyd's reagent

will produce a non-lethal product. He merely repeats

what Lloyd had earlier stated, that the bond of adsorp-

tion is undisturbed in an acid medium and broken in

the presence of alkalinity. This is a far cry from the

*' colloidal holding" described by Lindstaedt which, of

itself alone, without the aid of any capsule or other-

wise, rendered the toxic agent non-lethal when present

in lethal quantity.

The foregoing analysis of the art prior to Lindstaedt

is summarized directly from the opinion of this Hon-

orable Court, and illustrates that as of 1923-7, the

latter date being just prior to the date of Lindstaedt 's

invention, the best product the art could offer was a
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capsulized mixture of nicotine aiid fuller's earth, which

was lethal in the absence of the capsule.

Analyzing the state of the art, we find that when

Lindstaedt undertook to consider the problem of the

production of a non-lethal internal parasiticide no one,

as is clear from the Court's discussion of the art,

knew or even so much as suspected that toxic sub-

stances in normally lethal quantities could be rendered

non-lethal by adsorption on and/or absorption by sub-

stances of colloidal nature.

Lindstaedt conceived and discovered, and disclosed

to the world for the first time, that colloidal substances

would render lethal amounts of toxic substances such

as alkaloids non-lethal. Had this been known to Drs.

Beach, Freeborn, et al., of the University of Cali-

fornia, would they have then produced a lethal mixture

of nicotine and fuller's earth? Would these eminent

experts, thoroughly skilled in the art, have gone a step

backward and added the capsule, with all its attendant

disadvantages and dangers, as described by them?*

The obvious answer is in the negative, and equally

obviously, we urge, Lindstaedt is entitled to recogni-

tion as the first to make this discovery and disclosure,

and is therefore by law entitled to protection for his

discovery under the patent laws as a public tribute

and reward for his work and contributions.

Even after Lindstaedt discovered that colloidal sub-

stances were capable of rendering toxic substances, in

normally lethal quantities, non-lethal, such discovery,

however valuable, was of no immediate value in the

^Sce original Brief for Appellees (pp. 26-27).
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parasiticide field until he had finally determined that

the product so created would at the same time be

effective as a parasiticide. In other words, he neces-

sarily asked himself, ^'Have I, by rendering the toxic

agent non-lethal, at the same time rendered it non-

parasiticidal ? '

' The answer to this query could not be

taken for granted, since the inventor was dealing in

deadly poisons, where error produces irreparable in-

jury. Thereupon, by further effort he determined that

a product made under his aforedescribed basic teach-

ing was not only non-lethal but also parasiticidal.

Certainly this latter fact was unknown to the art, and

again is the exclusive contribution of Lindstaedt.

When Lindstaedt had found that by the employment

of the principle of colloidal holding he could achieve a

long-sought and hitherto unfound result in rendering

non-lethal otherwise deadly quantities of toxic sub-

stances, and still retain the parasiticidal value of the

toxic agent, it was a relatively simple matter for him,

as a skilled chemist, to perform a series of tests, poten-

tially as great in number as there are alkaloids and

colloids known to chemistry, to make the determina-

tion of precise quantities of each colloidal substance,

or combinations thereof, which would render non-

lethal a given parasiticidal dose of any particular alka-

loid, as, for example, 70 milligrams of nicotine.

It is only to this latter step that this Honorable

Court has assigned and limited the ''novelty, if any,

here". Such a decision of this Court, we submit,

amounts to a dedication to the public, without reward

to the inventor, of the basic concept and contribution
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of Lindstaedt which, we repeat, is clearly seen to be

the discovery that alkaloids in lethal quantity may be

rendered non-lethal by use of colloidal substance while

at the same time retaining their parasiticidal value.

For all practical purposes, the decision of this Court

consigns to the public domain the invention of Lind-

staedt, in advance of the expiration of the 17-year

period of exclusive enjoyment guaranteed to the in-

ventor by the patent statutes, which, we submit, is con-

trary to law, justice and equity.

The record of this entire case and the opinion of

this Court wholly fail to name or indicate that anyone

prior to Lindstaedt disclosed the fundamental dis-

covery of Lindstaedt so frequently described in this

petition. In the absence of such a disclosure in the

art, Lindstaedt must be deemed to be the first inventor

thereof, and is lawfully entitled to patent protection

thereon, we submit, in the language of the claims in

suit.

In connection with the analysis of the contribution

of Lindstaedt and the ultimate conclusion which we

sincerely trust this Court will reach, and which, we

submit, must be drawn from the record of this case,

we again direct the attention of the Court to a point

upon which the opinion of the Court is entirely silent,

namely, the tremendous commercial success realized

by the product of Lindstaedt and Turnbow. The

product assigned by this Court to represent the acme

of the teaching of the prior art—the University

Capsule—was totally displaced in commerce within

a few months of the appearance in the field of the
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Lindstaedt product.* The Supreme Court in Eibel

Process Co. v. Minnesota & Ontario Paper Company,

261 U. S. 45, clearly stated the duty of a Court to con-

sider a commercial success in establishing invention

over the prior art, the Court saying (p. 63) :

^'In administering the patent law the court first

looks into the art to find what the real merit of

the alleged discovery or invention is and whethei*

it has advanced the art substantially. ,If it has

done so, then the court is liberal in its construction

of the patent to secure to the inventor the reward

he deserves. '

'

And in the case of Kurtz v. Belle etc. Co., 280 F. 277,

281, Judge Hough had the following to say with re-

spect to commercial success:

** Commercial success has been too recently and

too often considered to justify much citation, but

however unsafe as a guide (Boston etc. Co. v.

Automatic, C. C. A. 276 F. 910) it has always

been a powerful piece of evidence, especially when
the prior art shows no success along the same

lines."

Application of this rule in the recent case of Research

Products Co. V. Tretolite, 106 F. (2d) 530, by your

Honors is seen:

''So great and immediate a success speaks strongly

of invention, adding emphasis to the strong pre-

sumption of invention raised by the issuance of

the patent." (p. 532.)

In the matter of adoption of a known principle in

creating a new product, see Chadeloid Chemical Co. v.

*See table of sales, page 31 of Brief of Appellees herein.
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Wilson Remover Co., 224 Fed. 481 (2 C.C.A.). This

was on the much litigated paint and varnish remover

patent. A typical claim read (p. 482) :

"A composition for remo^dng paint and varnish

consisting of a wax, a solvent for the wax and an

alcohol combined substantially as described."

In upholding this type of claim, the Court said

:

*' Neither do we think that the testimony of

learned experts and chemists, who have made
many experiments to prove that the paint re-

mover of the patent which does the work and

satisfies the trade is old and inefficient, can be

relied on in the face of proof showing its wide-

spread popularity and satisfactory results. Ellis

was the first to produce such a remover. It is the

hunter who actually brings down the game who
is entitled to carry it home." (p. 483.)

Query: Who was it here that '' brought home the

bacon"? Dieterich or Lloyd, or Lindstraedt and Turn-

bow^

In conclusion on this point we quote that Court's

observation on what a patent should contain (p. 484) :

''We see no ground for criticism of the patent

per se. In fact we think the patentee and the

officials of the Patent Office are to be commended
for having issued a chemical patent where the

description and claims cover less than a page.

The patent is clear, concise and intelligible to

laymen. The criticisms are not well founded. It

was not necessary or wise to specify the exact

proportion of wax, as this differs according to the

work being done. Had the exact percentage been

named, anyone could evade the patent by using
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more or less than the specified amount and thus

could have secured all the advantages of the in-

vention without the payment of a dollar."

This Court has frequently cited the rule of TopUff

V. Topliff, 145 U. S. 156, as seen for instance in the

case of Los Alamitos Sugar Co. v. Carroll, 173 Fed.

280, 285 (9 CCA.) :

"It is not sufficient to constitute anticipation that

the devices relied upon might, by a process of

modification, reorganization, or combination with

each other, be made to accomplish the function by
the device of the patent sued on.

'

'

That rule, of course, is applicable to patents for

"products", as well as for "machines".

Further see General Bakelite Co. v. General Insu-

late Co., 276 F. 166, another famous case in which,

among the claims upheld as valid, was the following

(p. 179) :

"4. The method of making articles containing

an insoluble and infusible condensation product

of phenols and formaldehyde, which consists in

reacting on a phenolic body with formaldehyde,

producing thereby a reaction product capable of

transformation by heat into an insoluble and in-

fusible body, forming the article from said reac-

tion product compounded with a filling material,

and rendering the article hard, insoluble and in-

fusible by application of heat and pressure."

Upholding the claims, the Court, said (p. 170) :

**The claims of a patent may be limited by the

disclosure of the specifications and by the condi-
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tion of the prior art, even though the language

of the claims be so broad as to cover other mat-
ters and hence to be invalid or not plainly di-

rected at a valid concept."

The claim was held good despite the finding (p. 169)

that:

''As early as 1872, the formation of synthetic

material by the reaction of formaldehydes and
phenols upon each other was known and discussed

in the publications by Ad. Beyer and his pupils.

Long before this, the preparation and vulcanizing

of rubber from a natural gum had been discovered

(Goodyear patents, 3,633 of June 15, 1841, and

8,075 of May 6, 1851), and many products of

rubber were on the market in which coloring ma-
terials and fillers had been used.

'

'

Further, the Court said (p. 181) :

''This difficulty Baekeland sought to deviate

by the old idea of drying or hardening into a

form of substance which could be ground or

broken into fragments or even into powder. The
idea of doing this was old. The idea of mixing

fillers and pigments or coloring materials with

such a dry and fragmented product was old. The
idea of mixing the last (whether it be final or

merely cooled novolak material) product was old.

Luft and De Laire had both made use of the idea

of mixing their products with coloring material

and fillers, and of pressing these materials in

molds, or of letting them set by cooling and dry-

ing so as to obtain the desired shapes, or so as to

obtain materials which could be planed, turned,

bored, worked, or machined in any desired way.
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But Baekeland undertook to obtain a material in

which the mixing or preparation with the filler

and coloring material could be done before reach-

ing the last stage of his product. He did not

desire to have his product merely set or harden
and contract in the mold, or after removal from
his mold, and he wished to have the reaction take

place after the fillers and coloring material had
been added."

Showing how closely Lindstaedt and Tumbow re-

flected the history of Dr. Baekeland 's invention, note

the following (p. 183) :

''If this were all that Baekeland did, he would
be anticipated by Luft, De Laire, and Story, for

he describes processes in which he uses either dif-

ferent materials or di:fferent steps, which in that

sense are merely equivalents for the materials or

the steps described by those prior art patents.

But Baekeland is describing the manufacture of

certain materials, in which a realization of certain

desirable qualities is accomplished by the use of

certain processes which are analogous or even

similar to the combination of steps or process

used by the inventors of the prior art. Baekeland

claimed as invention the processes by which with

certainty he produced just the result which he

desired, and described this as a new method rather

than a mere combination or aggregation of ma-

terials and steps. And he also claimed as a prod-

uct the commercial result or the material which

was available for commercial use and which was

obtained by just those processes and the use of

just those materials which Baekeland realized

would produce the steps which he desired."
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The last step in production of a product which cap-

tures the trade and achieves commercial success is the

step that wins, and is the act clearly entitled to pro-

tection under the patent laws. This was early estab-

lished by the Supreme Court in the Barbed Wire

Patent Case, 143 U. S. 282, where the Court said:

''Under such circumstances courts have not been

reluctant to sustain a patent to the man who
has taken the final step which has turned failure

into success. In the law of patents it is the last

step that wins."

Here we have a most remarkable circumstance. As

far as all the evidence goes, the defendant-appellant's

manufacturer, Alexander & Son, is the only competitor

of plaintiffs-appellees. Also it is shown that plaintiffs-

appellees' product and defendant-appellant's infring-

ing product exclusively enjoy the very considerable

business done in this field. When coupled with the

virtually imcontested proofs of infringement in this

cause, that is something that just can not be ignored

in measuring invention and granting protection against

invasion.

In passing on the question of interpretation of

claims and validity thereof, we call attention to the

fact that if the rule applied by this Court (p. 9 of

the decision) that claims must be directed to specific

ingredients and not to an entire class, and that quan-

tity and proportion of the ingredients must be speci-

fied other than by ''conveniently functional language"

—presumably in percentages or mathematical measure-

ments—^not only would Lindstaedt be com^jelled to file
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a limitless number of patents containing an infinite

number of claims, but also the claims of the prior art

patents to which the Coui-t has referred would them-

selves be void.

We respectfully call the Court's attention to the

fact that the Dieterich and Lloyd patents (one taken

out in 1908 and the other taken out in 1917) give no

proportions either in the specification or in the claims!

To quote from the Dieterich patent (claim 1)

:

^'1. A dry product adapted to be taken as an
internal remedy, comprising ungelatinized agar-

agar having its substance impregnated with cas-

cara."

or take claim 1 of Lloyd's patent No. 1,250,331

:

^'1. A compound consisting of an alkaloidal

substance and a magnesium clay."

According to this Honorable Court's theory, those

claims were equally bad, if only for the reason of not

specifying proportions!

We believe it is safe to say that not a single patent

cited by the defendant-appellant here, by way of

prior art, subscribed to the rigid formula laid down

by this Honorable Court.

It is true that frequently the claims of a chemical

patent specify proportions or relative amounts of

ingredients, but usually only after broad generic

claims have appeared in the same patent.

'^ There is nothing improper * * * in first put-

ting your claims as broadly as in good faith you

can, and then * * * following them successively
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with narrower claims designed to protect you

against possible anticipations of which you are

not yet aware." (Parke-Davis and Co. v. H. K.

Mulford Co., 189 Fed. 95, 102 (affirmed 196 Fed.

496—2 CCA.).)

In fact, unless claims of the character of those under

criticism were allowable and capable of being sus-

tained by the Courts, it would be veiy seldom that a

patent of any value at all could be obtained.

Your Honors in considering this matter of claiming

of a class as improper, and in indicating that chemical

claims must be directed to specific ingredients with

quantities and proportions specified other than in

^'functional language", are, it is submitted, proceed-

ing contrary to the rule of even such cases as General

Electric v. Wabash Co., 304 U. S. 364, cited by your

Honors.

For nearly one hundred years the form of claim

here in question has been held good.

May we ask: What would this Court have said

about the claims in the famous Bell telephone cases?

These are perhaps the most famous in American

patent history. The report covers the entire Volume

126 of the Supreme Court Reports.

Among the claims upheld was this (p. 13)

:

*'3. The method of producing undulations in

a continuous voltaic current by the vibration or

motion of bodies capable of inductive action, or

by the vibration or motion of the conducting-
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wire itself, in the neighborhood of such bodies, as

set forth."

It could only be read and understood by reference to

the specification.

In upholding the patent the Court said (p. 532) :

''In this art—or, what is the same thing under

the patent law, this process, this way of trans-

mitting speech—electricity, one of the forces of

nature, is employed ; but electricity, left to itself,

will not do what is wanted. The art consists in

so controlling the force as to make it accomplish

the purpose. It had long been believed that if

the vibrations of air caused by the voice in speak-

ing could be reproduced at a distance by means
of electricity, the speech itself would be repro-

duced and understood. How to do it was the

question."

As showing how merety discovering the ''theory"

of an invention is far from "anticipation" of the

invention. Chief Justice Waite, at page 540, pointed

out that a man named Reis, way back in 1862, had

sung over an electric circuit:

"Reis discovered how to reproduce musical

tones; but he did no more. He could sing through

his apparatus, but he could not talk. From the

beginning to the end he has conceded this. In his

first paper he said: 'Hitherto it has not been

possible to reproduce the tones of human speech

with a distinctness sufficient for everyone. The
consonants are for the most part reproduced

pretty distinctly, but the vowels as yet not in an
equal degree."



45

The medicinal compounds of Dieterich and Lloyd

are certainly even more remote from Lindstaedt and

Turnbow than was Reis from Bell.

That Courts are sometimes led into confusion and

error by the attempt to fit generalities to '^ laboratory

implications" was admirably pointed out by Justice

Learned Hand in

E. I. DuPont cle Nemours & Co. v. Gliddem Co.,

67 F. (2d) 392 (2 C.C.A.), at page 394:

*'But again it seems to us that we need not de-

pend upon the technical evidence, which, as is so

common in chemical cases, is confused and un-

certain. * * * True, all that Flaherty did was to

carry out what was already known, and by trial

and error fix the limit which should be observed.

If genius is demanded, surely he was no inventor;

rather he was one of those who, taking the knowl-

edge at hand, worked out its implications in the

laboratory. There are indeed expressions in the

books which, taken literally, would exclude such

work from the protection of the patent laws;

there are others which would not. But we
deprecate such a priori rules for determining in-

vention. Nothing has tended more to confuse and

obscure the issue than the attempts of courts to

lay down generalities. The issue does not admit

of such treatment, for invention is always a func-

tion of the particular situation, of the conditions

which preceded and followed the appearance of

the composition or the machine. That this is a

treacherous standard is true enough, but at least

it is less treacherous than easy absolutes which

fit the immediate occasion, but lie athwart any
realistic treatment in the next case. At any rate
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to this approach we stand committed." (Citing

numerous cases.)

In illustrating the problem faced by a chemist mak-

ing a contribution of a generic nature to industry and

the sciences, we direct the attention of this Court to

the decision of the Supreme Court in Minerals Separa-

tion V. Hyde, 242 U. S. 261, where the Supreme Court,

in reversing this Court, said at pages 270-1:

'' Equally untenable is the claim that the patent

is invalid for the reason that the evidence shows

that when different ores are treated preliminary

tests must be made to determine the amount of

oil and the extent of agitation necessary in order

to obtain the best results. Such variation of

treatment must be within the scope of the claims,

and the certainty which the law requires in patents

is not greater than is reasonable, having regard

to their subject-matter. The composition of ores

varies infinitely, each one presenting its special

problem, and it is obviously impossible to specify

in a patent the precise treatment which would be

most successful and economical in each case. The
process is one for dealing with a large class of

substances and the range of treatment within the

terms of the claims, while leaving something to

the skill of persons applying the invention, is

clearly sufficiently definite to guide those skilled

in the art to its successful application, as the evi-

dence abundantly shows. This satisfies the law.

Mowry v. Whitney, 14 Wall. 620; Ives v. Hamil-

ton, 92 U. S. 426, and Carnegie Steel Co. v.

Cambria Iron Co., 185 U. S. 403, 436, 437.
? J

Therefore we urge this Court to find that the in-

vention of Lindstaedt was fundamentally the dis-
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covery that colloidal substances will render normally

lethal quantities of alkaloidal substances non-lethal,

and that the claims and each thereof in suit cover

precisely this contribution and are restricted thereto.

\

EACH CLAIM IN SUIT OF LINDSTAEDT MUST BE CONSIDERED
INDEPENDENTLY.

In the light of the foregoing, we desire to direct the

attention of the Court to the exact language of the

claims of the Lindstaedt patent, thereby to illustrate

that what Lindstaedt has claimed is no more and no

less than his generic invention. For example see

claim 2:

*'A parasiticide for internal use, comprising a

toxic substance in quantity greater than the

normally lethal dose and a colloidal substance for

colloidally holding the toxic substance to protect

against the lethal effect of such dose."

It is difficult, if not impossible, to conceive how the

full and true invention of Lindstaedt could more fully

and fairly be described, when that true invention is

recognized, than by the language employed in the

foregoing claim. The claim is clearly limited in a

manner to exclude the prior art, yet it truly encom-

passes the basic contributions of the inventor. If a

claim of the foregoing scope is denied to Lindstaedt,

as is the plain effect of the decision of this Honorable

Court, Lindstaedt has been deprived, we submit, un-

lawfully and inequitably, of a property right which is

guaranteed to him by the Constitution of the United



48

States and by the patent statutes, and in a manner

therefore contrary to law.

It may be that on further consideration this Court

will believe that claim 2, because of the use of the

language "toxic substance", instead of the narrower

phrase "alkaloidal substance" (claims 3 and 6), or

even the still narrower term '*nicotine" (claims 8 and

12), is broader than the disclosure of Lindstaedt,

which admittedly reads "a toxic substance such as an

alkaloidal substance" and '^such as coniine, nicotine,

or their salts such as the sulphates or nitrates". In

that case the Court might properly rule claim 2 to be

void, but would necessarily be compelled to find

claims 3 and 6, directed to ''an alkaloidal substance"

only, and claims 8 and 12, directed to ''nicotine" only,

valid. Similarly, should the Court decide that the

language of claim 2, broadly claiming "a colloidal

substance", is too broad for the reason that it in-

cludes both organic and inorganic colloids, such a

conclusion would require the Court to find claims 6

and 8, directed toi "organic colloids", and claims 11

and 12, expressly directed to the organic colloid

"casein", valid.

The point being made is fundamentally the third

point cited at the outset of this petition, namely, that

the claims of the Lindstaedt patent, and similarly of

the Turnbow patent, can not be rejected en masse,

but must be considered individually, based on the

successive limitations appearing therein.

''Claims are independent inventions. One may
be infringed, others not * * * One claim may
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(

be valid, all the rest invalid * * * In such cases

the patent does not stand or fall as a unity."

{Leeds and C. Co. v. Victor Talking Machine Co.,

213 U. S. at 319.)
'

"Each claim is, in effect, a separate and dis-

tinct patent." {United Nickel Co. v. Central Pa-

cific R. Co., 36 Fed. 186, 188 (9 CCA.).)

''There is nothing improper * * * in first put-

ting your claims as broadly as in good faith you

can, and the * * * following them successively

with narrower claims designed to protect you

against possible anticipations of which you are

not yet aware." {Parke-Davis and Co. v. H. K.

Mulford Co., 189 Fed. 95, 102 (afBrmed 196 F.

496 (2 CCA.).)

We do not intend by the foregoing to concede in any

manner that a claim of the scope of claim 2 is broader

than the disclosure of Lindstaedt, for the reasons pre-

viously stated and for the further reason that claim

2, which is 'directed, admittedly, to classes of sub-

stances generically named, is nevertheless directed to

classes which are fully described in the specification

of the patent and of which numerous members are

expressly named as suitable, in the light of the tests

performed by the inventor, for the purposes ascribed

to the class.

CONCLUSION.

We therefore respectfully submit that this petition

for rehearing should in justice and equity be granted.
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This Court has ruled that a patentee can not claim

an entire class of chemical substances even though

he discloses in his specification a great many members

of the class as operative for the purpose, and even

though not a single member is shown hy the record

in the case to be inoperative. This ruling is novel in

the annals of patent jurisprudence and is contrary

to the law as established by the earlier decisions of

this Court, the various other Circuit Courts of Ap-

pealsj and the Supreme Court. If allowed to stand

as the law of this circuit this rule will render void an

infinite number of chemical patents, whether already

held to be valid, or whether as yet unlitigated. The

public interest and the interest of commerce and in-

dustry, in operating under the patent system, neces-

sarily requires that such law being entirely new and

at variance with all precedent, be made final only

when all factors and consequences are thoroughly

considered.

This Court has held that the invention of Lind-

staedt resides merely in the determination of the

amount of colloidal material which might be used to

prevent death of the subject to which it was admin-

istered. At the same time this Court stated that the

problem of Lindstaedt ''was to release a normally

lethal dose of alkaloidal substance in the alkaline por-

tion of the intestines". Neither of these hypotheses is

correct, upon the record of this case. The true

problem of Lindstaedt was to render a lethal quantity

of an alkaloid non-lethal on ingestion. When this

was done by Lindstaedt exclusively there still re-
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mained the problem described by the Court as the

only problem; of Lindstaedt, that of producing such

non-lethal product in a form wherein it would act as

a parasiticide.

Lindstaedt discovered and disclosed for the first

time that substances of colloidal nature, none of which

has been shown to be inoperative for the purpose, will

render non-lethal toxic substances present in normally

lethal quantities. Lindstaedt discovered that a prod-

uct so created remained parasiticidal. Lindstaedt in

each of the claims in suit of hisj patent clearly and

succinctly claimed the product incorporating these

discoveries as his invention. That he is entitled to do

so is clear from the fact that neither in the record of

this cause nor in the art as defined by this Court is

there disclosed the basic teaching of Lindstaedt that

a lethal quantity of an alkaloid or toxic substance can

be rendered non-lethal by substances of colloidal

nature.

Dated, San Francisco,

May 22, 1940.

Respectfully submitted,

Chas. E. Townsend,

Roy C. Hackley, Jr.,

Attorneys for Appellees

and Petitioners,

TowNSEND & Hackley,

Jack E. Htjrsh,

Of Cotmsel.
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I hereby certify that I am of counsel for appellees

and petitioners in the above entitled cause and that

in my judgment the foregoing petition for a rehearing

is well founded in point of law as well as in fact and

that said petition for a rehearing is not interposed for

delay.

Dated, San Francisco,

May 22, 1940.

Rot C. Hackley, Jr.,
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